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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 02/1 1/09 
has been entered and a Non-Final Action follows. 

Response to Applicant's Arguments 

First, upon reviewing the inventor's ("132") Affidavit, it appears that there is no 
uncontradicted "unequivocal" declaration or clear statement disqualifying the Ray's 
article (FASTBALL. corn's Decode & Win Game) as a prior art reference. Further, 
although the subject matter in the present Application was jointly invented, as seen in the 
parent applications, by both Mr. Joel Brooks and Mr. Barnhart, however, it appears that 
Mr. Barnhart did not sign the present Affidavit (See MPEP 716.10). Thus, for the above 
reasons, the Affidavit appears to be inadequate and the article may still be used as prior 
art. 

DETAILED ACTION 

Specification 
Claim Status 
Claims 1-8 are pending in the Instant Application. 
Double Patenting 

The non-statutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used 
to overcome an actual or provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to be commonly owned 
with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1, and 7 of the Instant Application Serial No. 10/681,587 are provisionally 
rejected under the judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claims 1 and 7 of USP 6,629,888 (to Barnhart) respectively. 
Although the conflicting claims are not identical, however, they are not patentably 
distinct from each other because of the following reasons: 

For example, claim 1 of the Instant Application Serial No. 10/681,587 
substantially recites the limitations of claiml of USP 6,629,888. Here, as shown in 
comparison table 1 below, claim 1 of the Application adds the underlined limitations, 
which are missing from patented claim 1 . 
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Application Serial NO. 10/681,587 


USP 6,629,688 


Claim 1 


Claim 1 


1 . (currently amended) A method for 


i. A method for increasing web site traffic using 


increasing web site traffic using a computer 


a computer comprising: providing a game piece 


comprising: 


to at least one individual; and providing a web 


(a) providing a web site at which a game is 


site, wherein the individual interacts with the 


played or at which a sweepstakes is entered 
or at which a product promotion is being 


web site with the game piece; wherein the game 


conducted in which said game or 


piece includes a selectively camouflaged image; 


sweepstakes or product promotion involves 


and wherein the individual places the game 


exposing a hidden image; and 


piece in proximity to a light source of said 


(b) providing a game piece to at least one 


computer to reveal the selectively camouflaged 


individual, wherein said individual interacts 
with said web site with said game piece 


image to determine a winning status of the game 


wherein said game piece includes a 
selectively camouflaqed imaqe covered bv a 
dull coatinq that reduces at least one of 
the reflectivity of a substrate of the qame 
piece and the contrast between the 
substrate and the camouflaqed imaqe, and 
wherein said individual places said game 
piece in proximity to a light source of said 
computer to reveal said selectively 
camouflaged image to determine a winning 
status of said game piece. 


piece. 


comparison Table 1 



Although the patented claim (claim 1) omits the above underlined limitations, 



however, as per Applicant's own admission (APA), it is common practice in the art to use 
"dull coating" to enhance the appearance and durability of printed matter (See at least the 
background of the specification). Furthermore, it is customary in the art to obscure 
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certain elements or objects by chromatic camouflage and a decoder, having a chromatic 
filter, may be used to view the obscured elements or objects (US 5,401, 032 to Barnhart)) 

Thus, it would have been obvious to an ordinary skilled artisan, at the time of the 
invention, to add a "coating" or "dull coating" step to patented claim 1 so as to obscure 
the game piece image and apply a coating thereon that prevents associated printed 
characters from being smudged or smeared. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ray, 
Debra, in an article "FASTBALL.com's" "Decode & Win Game" ", published on 
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November 1997 (Dialog 01539026 01-90014). 

As per claims 1-8, Ms. Ray describes, in the article, that FASTBALL. corn's 
Decode & Win Game proved that a compelling promotion can not only generate trial, but 
also bring repeat visitors or players to an online service or website in order to increase 
traffic at the said web site (reading on the step of providing a website at which a 
game is being played, a product promotion is being conducted....). 

Further, in the article, Ms. Ray continues by pointing out that the marketing dilemma 
of the 1990s was: How can producers of a new Internet Web site get people or visitors to 
try it or to visit it to thereby increase traffic at the said website? (Same problem as the one 
this Application is trying to solve). Here, to address this problem or dilemma, Cox 
Interactive Media's FASTBALL.com had completed a four-week promotion that set new 
benchmarks for on-line/Internet promotions. 

In fact, a direct mail campaign to a test cell of 7,000 FASTBALL.com users 
generated had interest or participation in excess of 40 percent (increasing traffic at the 
featured site by 40 percent). Compared to national direct mail response rates that usually 
average in the one to five percent range, FASTBALL.com's "Decode & Win Game" 
promotion had proved that a compelling (product) promotion can not only generate trial 
or interest, but also bring repeat visitors to an on-line service (website). In general, the 
direct had invited the visitors (site users) or potential players to visit the website and 
participate in a promotional game (sweepstakes entry) by using a provided game indicia 
(game piece). 

About the Game: 

Indeed, "The Promotions Unlimited, Inc.", an Atlanta-based sales promotion 
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agency, had developed the "Decode & Win Game," in conjunction with Cox Interactive 
Media, using a patent-pending decoder device (game device) delivered through a direct 
mail campaign. The direct mail piece was sent to a test cell of 7,000 FASTBALL.com 
users throughout the country (providing a game piece to the users). The mailing directed 
consumers to a special contest page within the domain of the FASTBALL.com on-line 
service (the communication or direct mail invited the users to visit the featured site and 
participate in a contest using the received or provided game piece). The Grand Prize for 
the "Decode & Win Game" or contest was a trip for two to any of the six newest baseball 
stadiums in the U.S. Other prizes included baseball memorabilia. 

The FASTBALL.com "Decode & Win Game" piece contained a hidden word 
(camouflaged image), which was not visible without assistance (which cannot be decoded 
without special means). To decode the hidden word or to reveal the camouflaged image 
imprinted on the game piece, players or individuals interacted with the featured website 
when placing their game piece against a specially colored background (lit background) 
appearing in the FASTBALL.com/contest page to reveal the winning status of the game 
piece (placing the game piece in proximity of a light source or colored background to 
reveal the winning status of a game piece). 

In addition, each game piece contained a unique account number to identify 
individual players and keep track of the number of times they visited the site (a game 
piece is unique). To participate, players entered their account numbers. 

Each week for four weeks, a different word was selected as the winner. 
Players were asked to enter each week for four weeks. 

Participants in the FASTBALL.com promotion played an average of 2. 1 times during 
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the four- week period, with many returning each of the four weeks during the contest 
(reasonable achievement). 

Finally, the next step in the program requires FASTBALL.com to recruit sponsors 
for the national rollout of the "Decode & Win Game." In addition to direct mail, the 
national contest could be delivered through consumer print media, in-pack, on-pack, 
over-the-counter and at point-of-purchase (delivering contest invitation to potential users 
via a plurality of media). 

As per claims 1 and 7, the article does not expressly disclose covering the game 
piece camouflaged image with a coating or "dull coating". 

However, as per Applicant's own admission (APA), it is common practice in the 
art to use "dull coating" to enhance the appearance and durability of printed matter (See 
at least the background of the specification). Furthermore, it is customary in the art to 
obscure certain elements or objects by chromatic camouflage and a decoder, having a 
chromatic filter, may be used to view the obscured elements or objects (US 5,401, 032 to 
Barnhart)) 

Thus, it would have been obvious to an ordinary skilled artisan, at the time of the 
invention, to cover the game piece camouflaged image with a "coating" or "dull coating" 
so as to further obscure the game piece image, while preventing associated characters 
imprinted thereon from being smudged or smeared. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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USP 6,120,062 to Revill discloses a sales receipt for displaying transaction and/or 
advertising indicia. The sales receipt consists of a coated plastic film with one or more 
layers. The surfaces of the plastic film may be treated and coated so that they can be 
provided with printed characters that will not smudge or smear (See abstract). 

Any inquiry concerning this communication from the Examiner should be 
directed to Jean D. Janvier, whose telephone number is (571) 272-6719. The 
aforementioned can normally be reached Monday-Thursday from 10:00AM to 6:00 PM 
EST. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
Supervisor, Mr. Eric W. Stamber, can be reached at (571)272- 6724. 

Non-Official- 571-273-6719. 
Official Draft : 571-273-8300 
06/21/09 
/.J.J./ 

/Jean D. Janvier/ 

Primary Examiner, Art Unit 3622 
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